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Art Unit: 1615 

DETAILED ACTION 

Receipt is acknowledged of election, IDS and preliminary amendment filed on 2/5/07, 
3/1/04 and 9/8/03 respectively. 

The preliminary amendment canceled claims 1-30 and added claims 31-61. Claims 31-61 
are pending in the application and the status of the application is as follows: 

Election/Restrictions 

Applicant's election with traverse of group I in the reply filed on 2/5/07 is acknowledged. 
The traversal is on the ground(s) that the search for the compositions and methods would occur 
in the same classes/subclasses given the fact that the compositions in Group I compositions are 
essentially the same compositions used in the Group II and III methods and the same 
classes/subclasses would be searched because the same compositions are relevant to Group I, 
Group II and Group III claims - no burden would be placed on the Office in searching and/or 
examining all claims together since Group II and III method claims depend fi-om the Group I 
composition claims and pursuant to MPEP § 821.04, such dependent method claims should be 
rejoined in this application upon indication of allowable subject matter. This is not found 
persuasive because the restriction between composition and method of uses is in compliance 
with MPEP § 806.05(h) and it is a search burden to examine all the groups in group I particularly 
when the claims are so broad that the search for one distinct invention is already of sufficient 
burden. Moreover, the composition of claim 1 is readable on pesticides or herbicides or cleansing 
compositions or fragrance compositions, majority of which are classified in classes 504, 514, 510 
and 511. With respect to applicant argument that possible rejoinder of method claims makes the 
restriction at this time unnecessary, it is the position of the examiner that none of the 
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composition claims are allowable. The requirement is still deemed proper and is therefore made 
FINAL. 

With respect to election of species applicants' elect the specie of semi-crystalline 
polymers, particularly stearyl acrylate-N vinylpyrrolidone and traverse the election of species. 
The traversal is on the ground(s) that the different structuring agents as being patentably distinct 
is not explained in sufficient detail or by example, and as such represents only a conclusion, 
particularly in view of the fact that the identified species are related by operation and/or effect. 
Accordingly, division of each of these species is unsupported and improper. See, MPEP §§ 
802.01 and 806.04 (b). This is not found persuasive because there is no common core between 
the structuring agents. The structuring agent can be semi-crystalline polymer or it can be fatty- 
phase rheological agents. The specification describes the semi-crystalline polymer. See below for 
the various species. 

crystalline polymer may be selected from block 
copolymers containing at least one crystallizable block 
and at least one amorphous block, homopol>*mers and 
copolymers carrying at least one crystallizable side 
chain per repeating unitr and mixtures thereof • 

the 3emi- crystal l ine polymers which can be used 
in the invention are in particulan 

- block polyolefin copolymers of controlled 
crystalli»ation, particularly those whoae inononiers are 
described in 951 897, 

- polycondensates, particularly those of 
aliphatic or aromatic . polyester type or 
aliphatic/aromatic copolyester type. 
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- i4 - 

- homopolyniers or copolymers carrying at least 
one crystal livable side chain and homopolymers or 
copolym^irs carrying in the skeleton at least one 
crystal lizable block, such as those described in 

- homopolymers or copolyttiers carrying at least 
one crystall liable side chain, in particular containing 
one or more fluorine -containing groups, auch as those 
described in WO-A- 01/19333 , 

* and mixtures thereof. 

In these two latter caees the crystallizable 
Sid© chain {s? or block (s) are hydrophobic. 

A) Semi -crystalline polymers having crystal- 
lizable side chains 

Mention may be made in particular of those 
defined in US-A-S , 156 , 911 and WO-A-01/19333 . These are 
homopolytners or copolymers containing from 50 to 100% 
by weight of units resulting from the polymerization of 
one or more monomeris which carry a crystallizable 
hydrophobic side chain. 

• These homopolymers or copolymers are of any 
kind, provided that they meet the conditions indicated 
above . 

They may result 

- from the polymerissation, in particular the 
free -radical polymerization, of one or more monomers 
containing reactive or ethylenic double bond(s) in 
reapect o£ a polymerization, namely containing a 
vinylic (meth) acrylic or allylic group; 

- from the polycondensation of one or more 
monomers which carry co-rieactive groups (carboxylic or 
sulphonic acid, alcohol, amine or isocyanate) > such as. 
for example, polyesters ^ polyur ethanes, polyethers, 
polyureas and polyaraides. 

Generally speaking these polymers are selected 
in particular from homopolymers and copolymers 
resulting from the polymerization of at least one 
gp 2i9sa PA 
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crystalli2;able-chaln monomer which can be repr«aentabl6 
of formula X: 

— . — 



with M representing an atom of the polymeric skeleton, 

5 representing a spacer and C representing a crystal- 
lixabl^ group. 

The crystallizable chains '^-S-C" may be 
aliphatic or aromatic, optionally fluorinated or 
perfluorinated. "S** represents in particular a (CHa)^ or 
(aHl2CH20)„ or {CKjOJ group which is linear or branched 
or cyclic, with n being an integer ranging frcmi 0 to 
22. "S" is preferably a linear group. Preferably '^S-' 
and are different. 

When the crystalliisable chains ^--s-C" are 
aliphatic hydrocarbon chains they contain alkyl 
hydrocarbon chains containing at least 11 carbon atoms 
and not more than 40 carbon atoms, and better still not 
Tnore than 24 carbon atoms. They are in particular 
aliphatic chains or alkyl chains possessing at least 
12 carbon atoms and preferably the chains in question 
are Cu-C^^ alkyl chains. When the chains in question 
are fluorinated or perf luorinated alkyl chains they 
contain at least 6 fluorinated carbon atoms and in 
particular at least 11 carbon atoms of which at least 

6 carbon atoms are fluorinated. 

Escatnples of semi -crystalline polymers or 
copolymers containing one or n^ore crystallizable chains 
include those resulting from the polymerization of one 
or more monomers as follows: saturated alkyl 
{«netb)acrylates with the Ci4-C2« alkyl group, perfluoro- 
alkyl (meth)acrylates with a C^i^Cas perf luoroalkyl 
group, N-alkyl (meth)acrylamides with the Cu to 
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esters containing alkyl or perfluoro^alkyl) chains with 
the to C24 alkyl group (with at least 6 fluorine 

^toms for a perf luoroalkyl chain^ vinyl ethers 
containing alkyl or perf luorofalkyl) chains with the 
Cu*C24 alkyl group and at least € fluorine atoms for a 
p^rfluoroalkyl chain, C14 to alpha-olef ins such as, 
for exaniple, octadecene, para-alkylstyrenea with am 
alkyl group eontainii^g 12 to 24 carbon atoms, and 
mixtures thereof. 

When the polymers result from a 
polyoondensation the hydrocarbon and/or fluorinated 
crystal! iaable chains as defined above are carried by a 
monomer which may be a diacid, a diol, a diamine or a 
di isocyanate . 

Mhen the polymers of the invention are 
copolymers they alao include from 0 to S0% of groups ¥ 
or Z resulting from the copolymer iaiat ion 

a) of which la a polar or non-polar monoioer 
or a mixture of the two; 

• when Y is a polar monomer it is either a 
monomer which . carries polyoxyalkylenated groups 
(especially oxyethylenated and/or oxypropylenated) , a 
hydroxyalkyl (meth) ^^cryl^te . such as hydroxyethyl 
acrylate, (math) acrylamide, an alkyl (math) acrylamide, 
an N-dialkyl (met h) aery lamide such as, for example, 
N,H*diifiopropylacrylamide or J^-vinylpyrrolidone (NVP) , 
U-vinylcaprolactam, a monomer which carries at least 
one carboxylic acid group such as (meth) acrylic, 
crotonicr itaconic, maleic or fumaric acid or which 
carries a carboxylic anhydride group such as maleic 
anhydride, and mixtures thereof. 

• When y is a non -polar monomer it may be an 
ester of the linear, branched or cyclic alkyl 
Cmeth)acrylate type, a vinyl ester, an alkyl vinyl 
ether, an alpha -olefin, styrene or styrene substituted 
by a Ci to Cio alkyl group, Buch am a-sfaethylfityrene or a 
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polyorganosiloxane-type roacromonom^r containing vinylic 
un^aturation. 

^Alkyl" for the purposes of the invention is a 
saturated group, in particular a to Cj4 group, unless 
specifically raentioned, and better still a Ci4 to C24 
group , 

35 of Z, which is a polar monomer or a mixture 
of polar monomers . In thi§ case 2 has the same 
definition as ^polar defined above. 

Semi -crystal line polymers containing a 
crystallizable side chain are preferably alkyl 
(meth) acrylate or alkyl (tneth) acrylamide homopolymers 
with an alkyl group as defined above, and in particular 
Ci4-C24 group, copolymers of these monomers with a 
hydrophilic monomer, preferably . of a different kind 
from (meth) acrylic acid, such as N-vinylpyrrolidone, or 
hydroxyethyl ( met h) acrylate, and mixtures thereof. 

B) Polymers carrying in the skeleton at least 
one crystallizable block 

These polymers are, in particular, block 
copolymers consisting of at least 2 chemically 
different blocks of which one is crystalli^sable. 

- It is possible to use the block polymers 
defined in patent US-A.»5, IS6 , 911 ; 

- block copolymers of olefin or of cycloolefin 
containing a crystal lizable chain, such as those 
obtained from the block polymerisation of : 

« cyclobutene, cylohexene^ cyclooctene^ 

norbornene (i.e. bicyclo (2 . 2 , Ij hept-2-ene) , 5~methyl« 
norbornener S- ethylnorbomene, S , S-dimethylnorbomene, 
5 , 5 r 6- trimethylnorboroene , 5 -ethylidenenorbornene , 

S -phenyl norbornene. S-benzylnorbornene, S -vinyl - 

norbornene . 1,4.5.8 - dime thano- 1 , 2 , 3 , 4 , 4a . 5 , Sa-octahydro- 
naphthalene, dicyclopentadiene or mixtures thereof 
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• with ethylene, propylene, l-butene, 3 -methyl - 
I -butene , i - hexene , 4 -methyl - 1 -pent ene , 1 - oct ene , 
l-decene, 1-eicosene or mixtures thereof , 

• and in particular block copoly (ethylene/ 
norbornene) and block (ethylene/propylene/ 
ethylidene-norbornene) terpoiymers- tt is also possible 
to use those resulting, frocn the block copolymerizatiort 
of at least two Qi-Cu and better atill C2-C12 and even 
better still C4-G12 a-olefins, such as those mentioned 
above, and in particular the block bipolymers of 
ethylene and of 1-octene. 

- The copolymers may be copolymers having at 
least one cryatallizable block, the remainder of the 
copolymer being amorphous (at ambient temperature) . 
These copolymers may further comprise two chemically 
different cryatallissable blocks. Preferred copolymers 
are thoee which po^isess at ambient temperature both a 
crystallizable block and an amorpho^js block which is 
both hydrophobic and lipophilic, the blocks being 
distributed sequentially; mention may be made, for. 
example, of polymers possessing one of the following 
crystallizable blocks and one of the following 
amorphous blocks: 

• Naturally crystallizable blocks: a) polyesters 
such as poly (alkyiene terephthalate) , b) polyolefins 
such aa polyethylene^ or polypropylenes, 

• Amorphous and lipophilic block, such as 
amorphous polyoiefins or copoly (olefin) s such as 
poly {isobutylene) , hydrogenated polyb^tadiene and 
hydrogenated poly (isoprene) . 

Possible examples of such copolymers containing 
a crystallizable block and an amorphous block, the 
blacks being distinct, include: 

a) block poly (e-caprolactone) -b-poly (butadiene) 
copolymers, used preferably in hydrogenated form, such 
as those described in the article "Melting behavior of 
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poly (e-cciprolac tone? -biock-polybutadiene copolymers" by 
S. Nojima, Macromol^cules, 32, 3727-3734 (1999) . 

K hydrogenated poly (butylene terephchalate) -b- 

poS^'Usoprene) block or multiblock copolymers, cited in 
Che article *^Study of morphological and mechanical 
properties of PP/PBT" by B. Boutevin et al . , Pol>mer 
aulletini 34, 1X7-123 (1995), 

7^ the poly (ethylene) -b-copoly {ethylene/ - 

propyl ene) block copolymers cited in the articles 
'^Morphology of semi -crystal line block copolymers of 
et hylene -(ethylene -alt -propylene by P, Rangarajan et 
al., Macromolecules. 26, 4640-464S (1993) and ^Polymer 
aggregates with crystalline cores: the system 
poly {ethylene) -poly (ethylene-propylene) " by P. Richter 
et al,, MacrocRol^culas., 30, 1O53-1068 {1997). 

8) the poly ( ethylene} -b-poly (ethyl ethylene J 

block copolymers cited in the general article 
^'Crystallization in block copolymers" by I.W. Hamley, 
Advances in Polymer Science, Vol. i4Br 113-137 (1999). 

The semi -crystalline polymers of the 
composition of the invention may be non- cross linked or 
partially crosslinked, Esince the degree of crosslinking 
is not detrimental to their dissolution or dispersion 
in the liquid fatty phase by heating above their 
melting point. This may then be a chemical 
crosslinking, by reaction with a poly functional monomer 
during the polymerization. It may also be a physical 
crosslinking, which may then be due either to the 
establishment of bonds of hydrogen type or dipolar type 
between groups carried by Che polymer, . such as, for 
example, the dipolar interactions between carboxylate 
ionomers, these interactions being low in quantity and 
borne by the polymer skeleton; or due to phase 
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separation between the crystal livable blocks and the 
amorphous blocks carried by the polymer. 

The sefni -crystalline polymers of the 
composition according to the invention are preferably 
non « cros^l inked * 

According to one particular einbodiment of the 
invention the polymer is selected from copolymers 
resulting frow the polymerization of at least one 
monomer containing a crystal! izable chain, selected 
from saturated to Cu alkyl {meth) acrylatea, Cn to 
Ci5 perfluoroalkyl (meth) acrylates, Cu to C^a, N-alkyl- 
{meth)acrylamidefi with or without a fluorine atom, 
vinyl enters containing Ci, to C24 alkyl or 
perfluoroalkyl chaina, vinyl ethers containing Cj4 to 
C24 alkyl or perfluoroalkyl chains, Cu to Cu a-olefins, 
para-alkylstyrenea with an alkyl. group containing 12 to 
24 carbon atoms, with at least one optionally 
£luorinated Ci to Cio monocarboxylic ester or amide, 
which can be represented by the following formula: 

HaC=s=C— ^X— R 

O 

in which Ri is H or CK^, R represents an optionally 
fluorinated Ci-Cio alkyl group and X represents 0. NK or 
where Ra represents an optionally fluorinated C^-Cio 
alkyl group. 

According to one more particular embodiment of 
the invention the polytrter is derived from a monomer 
containing a crystallizable chain, selected from 
saturated Cu to Czj alkyl {jneth) acrylates . 

As a specific example of a structuring semi- 
crystalline polymer that can be used in the composition 
according to the invention, mention may be made of the 
Inter! imer® products from Landec which are described in 
the brochure "Interlimer® polymers Landec IP22 
{Rev. -5-37}. These polymers are in solid form at 
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ambient temperature (2S°C) . They carry crystallizable 
side chains and have the above forniula X, 

The setni-crystalline polymers may in particular 

thos^ described in Examples 3, 4, S, 7, 9 and 
13 oi patent 156 , 911 containing a -COOK group, 

resulting from the copolymer! zat ion of acrylic acid and 
Cs to Cu alkyl {meth) aery late, and more particularly 
from the copolymeriasation 

• of acrylic acid. hexadecyl acrylate and 
isodecyl acrylate in a 1/16/3 weight ratio, 

• of acrylic acid and pentadecyl acrylate in a 
1/19 weight ratio> 

• of acrylic acid, hexadecyl acrylate and ethyl 
acrylate in a 2.S/76,S/20 weight ratio, 

• of acrylic acid, hexadecyl acrylate and 
methyl acrylate in a 5/65/10 weight ratio, 

• of acrylic acid and octadecyl methacrylate in 
a 2»S/97.5 weight ratio, 

• of hexadecyl acrylate, polyethylene glycol 
inethacrylate monomethyl ether containing a ethylene 
glycol units, and acrylic acid in an S-5/1/0.5 weight 
ratio . 

It is also possible to use the polymer having 
the structure "C* from National Starch, as described in 
US-A-5, 736, 125, with a melting point of 44°C, and al30 
s em i - cr y s ca 1 1 i ne pol yme r s con t a i n i ng c ry s t a 1 1 i zab 1 e 
pendant chains containing fluorinated groups, as 
described in Examples 1, 4, 6, 7 and 8 of 
WO-A-01/19333. 

It is additionally possible to use the semi- 
crystalline polymers obtained by copolymerizing stearyl 
acrylate and acrylic acid or NVP, as described in 
US -A- 5 519 063 or EP~A-550745, with melting points of 
40^C and 38<»C respectively. 
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Thus form the above description; there are plethoras of polymers, which can be 
homopolymers and copolymers. It is indeed a search burden to examine all these polymers in the 
composition of group I since they include classes 525-527. 

See below for description of fatty-phase rheological agents. 

This rheological agent is advantageously 
selected from lipophilic gelling agents, organic 
gallers and mixtur^a thereof. 

The lipophilic gc^lling agent may be organic or 
mineral, polymeric or molecular. 

As inorganic lipophilic gelling agent mention 
may be made of optionally modified claya, such as 
hectorites modified with a Cjo to Cjj^ fatty acid 
acnmonium chloride, such as hectorite modified with 
distearyldimethylammonium chloride . 

Mention rnay also be made of optionally surface- 
hydrophobicxjted pyrogenic ailica vhose particle size ia 
less than X \xm. It is possible in effect to modify 
chemically the surface of the silica, by a chemical 
reaction which brings about a decrease in the number of 
silanoi groups present on the surface of the silica. In 
particular it is possible co substitute the silanoi 
groups by hydrophobic groups j in that case a 
hydrophobic silica is obtained. The hydrophobic groups 
may be 

- trimethylsiloxyl groups, obtained in 
particular by treating pyrogenic silica in the presence 
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of hexamethyldisilaaane. Silicas treated in this way 
are named "^silica silylate" according to the CTFA {6th 
edition, 1995). They are sold, for example, under the 
names Aerosil by Degussa and CAB-O-SIL by 

Cabot . 

- ditEiethylsilyloxyl or polyditnethylsiloxane 
groups, obtained in particular by treating pyrogenic 
silica in the presence of polydiTnethylsiloxane or 
dimethydichloroailane. Silicas treated in this way are 
named '^silica dimethyl silylate" according to the CTFA 
{6th edition, 1995) . They are sold for example under 
the name9 Aerosil Aeroail R974'^ by Degussa and 

CAB-O-SIL TS-610® and CAB-O-SIL by Cabot. 

The hydrophobic pyrogenic silica preferably ha© 
a particle size which can be nanometric to micrometric, 
ranging for example from 5 to 200 ran approximately. 

The polyTDeric organic lipophilic gelling agents 
are, for example, partly or completely crossl inked 
elastoraeric organopolyailoxane^ of three-dimensional 
structure, auch a^ those i^old under the namea KSG6, 
KSGIS and KSG18 by Shin-Etsu, Tref il . E-SOSC or Trefil 
S-S06C by Dow- Corning, Gransil SR-CYC, SR DMFIO, 
^R-DCS56, SR SCYC gel, SR DMF 10 gel, SR DC 556 gel 
from Grant Induatriea, . SF 1204 and JK 113 by General 
Electric; ethylcellulose such as those sold under the 
name Ethocel by Dow Chemical? polyamides such as 
copol>Taers of a Cj^ diacid condensed with ethylene- 
diatstine, with a weight- average molecular maas of 
approKiniately 6000, such ae the compounds sold by 
Arizona Chemical under the names Uniclear 80 and 
Uniclear 100, gums, especially silicone gums, such as 
PDMS having a viscosity > 100 OOO centistokes, galacto- 
tnannans containing froin one to six and better still 
from two to four hydroxyl groups per saccharide unit, 
substituted by a saturated or xmsaturated aikyl chain, 
such as guar gum alkylated with Ci to Cs alkyl chains 
and better still Cj to Cj alkyl chains, and mixtures 
thereof . 
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Thus from the above description both the classes of structuring agents are drawn to 
divergent compounds and the species are distinct and separate and it is a search burden to 
examine all the species in either category in group I compositions. 

Claims 57-61 are withdrawn from further consideration pursuant to 37 CFR 1.1 42(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on 2/5/07. 

Claims 31-56 are pending in the application and then independent claims are examined to 
the extent that it reads on the elected species belonging to semi-crystalline polymer, which is 
stearyl acrylate-N-vinyl pyrrolidone. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 54-55 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The expression " care composition" lacks clarity and it is unclear as to applicants' intent. 
Specification fails to define the meaning for " care composition''. 

What does making up eyelashes mean? Is it makeup for eyelashes" If it is makeup for 
eyelash, is it mascara or something different? Coating eyelashes means mascara therefore 
applicants' are requested to provide the examiner the product name for " making up eyelashes". 
What is meant by " composition to be applied over eyelash makeup"? What is this product sold 
in the cosmetic industry? What is meant by "composition for treating eyelashes"? The claims are 
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so ambiguous, the metes and bounds of these expressions cannot be determined form the 
specification since specification only teaches mascara (coating eyelashes). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 31-44, 46 and 50-54 and 56 rejected under 35 U.S.C. 102(e) as being anticipated 
by U. S. Patent 7,129,276 ('276). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this appUcation and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

See example 2 for the claimed species and see example 5 for the lipstick formulation. 
Hydrogenated isoparaffin reads on the claimed fatty phase (oil). Stearyl acrylate/NVP is the 
species belonging to crystalline polymer (specific compound). Example 5 has no water and this 
reads on claim 43. See col.l2, lines 43-46 for fatty phase weight. See col.l4, line 36 for water 
and this reads on claim 44 and 46. See col. 13, lines 19-43 for pigments and this reads on claims 
50-52. See paragraph bridging col.s 15-16 for fillers of claim 53. See col.l6, lines 43-49 for 
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claim 54 and making up (make up) for keratin substance reads on claim 56. Since the semi 
crystalline polymer species is same the claimed property claimed in claims 32-34, 37 is inherent 
since the compound and its properties are inseparable. It is true for claimed property of oil 
claimed in claim 41. Note that hydrogenated isoparaffm belongs to oil. 

Claims 31-42, 44-47 and 50-54 are rejected under 35 U.S.C. 102(e) as being anticipated 
by PGPUB 2003/016545 1 Al . 

The applied reference has a common assignee wdth the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 3 7 CFR 1.131. 

See example 2 for the claimed species and see example 5 for the care cream. Silicone oil 
or Isohexadecane or Parleam reads on the oil. Stearyl acrylate/NVP is the species belonging to 
crystalline polymer (specific compound). Example 5 has glycerol and it reads on claims 44-46 
hydrophilic organic solvent, which is polyols having 2 carbon atoms and the amount is within the 
claimed range and it reads on claim 43. See paragraph 92 for fatty phase weight. See col. 14, line 
36 for water and this reads on claim 44 and 46. See paragraph 129 for dyestuff and this reads on 
colorant and dyes of claims 50-52. See paragraph 129 for remaining ingredients of claim 53. See 
paragraph 135 and 141 for claim 54.Since the semi crystalline polymer species is same the 
claimed property claimed in claims 32-34, 37 is inherent since the compound and its properties 
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are inseparable. The same is true for claimed property of oil claimed in claim 41. Note that 

hydrogenated isoparaffm belongs to oil. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly ovmed at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 47-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of patent '276 or PGPUB '451 taken individually and combined with U. S. Patent 
5,876,704(^704). 

Patent '276 or PGPUB '451 do not teach the limitation of claims 47-48 drawn to film 
former or specific film former and the amount of film former present in the cosmetic 
compositions. However patent '704 teaches cosmetic composition useful as mascara using the 
specific film-forming polymer. See the abstarcat. Patent at col.5, 11 27-60 teaches film forming 
polymers and claimed species of film forming polymers like cellulose polymers, vinyl polymers 
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and polyester film formers. Patent at col. 7 teaches various additives that can be added and this 
includes fillers. See also examples. 

Accordingly, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to prepare compositions of '276 or PGPUB and add the film-forming 
polymer into the compositions. One of ordinary skill in the art would be motivated to add the 
film former with the reasonable expectation of success that the compositions have the additional 
advantage of forming film and film forming polymers are conventionally used in lipstick and 
mascara so that the compositions would not smudge. This is a prima facie case of obviousness. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTHSNA A. VENKAT Ph. D whose telephone number is 
571-272-0607. The examiner can normally be reached on Monday-Friday, 10:30-7:30:lst Friday 
off 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, MICHAEL WOODWARD can be reached on 571-272-8373. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9 1 99 (IN USA OR CANADA) &(^pAll- 1 000. J\ 
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